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Bef ore Chapman, Holtznman and Rogers, Administrative
Trademar k Judges.

Opi ni on by Chapman, Adm nistrative Tradenark Judge:

On June 10, 1998, the original applicant, Info-One
Technol ogy, Inc. (a California corporation), filed an
application to register the mark I NFO-ONE on the Principal

Regi ster for the followi ng goods in International C ass 9:

! The record of the Assignnent Branch of the USPTO for the
i nvol ved application Serial No. 75/499,673 consists of four
recorded transfer-of-interest docunents.
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“conputer software, nanely, a
conprehensi ve set of applications and
tenpl ates for building business and

mar ket i ng managenent sol utions for use on
el ectroni ¢ communi cati on networ ks,

nanmely, user interface, html browsing,
file managenent, electronic mail
enterprise data access, facilitating

i ndi vi dual and group communi cati on, and
personal information managenent
functionality; conputer software for
searching and retrieving information,
sites and ot her resources on electronic
communi cati on networks; conputer software
for accessing information on el ectronic
comuni cati ons networks; conputer
software for custom zing the delivery of
information to others via electronic
comuni cati on networks; conputer software
for collecting and presenting news and
informati on el ectronically; conputer
software for enabling users to buy and
sell goods and services via electronic
communi cati on networks; and user manual s
sold as a unit.”

Applicant based its application on Section 1(b) of the
Trademark Act, asserting a bona fide intention to use the
mark in comrerce. The mark was published for opposition on
Novenber 2, 1999, and as no opposition was filed, the
O fice issued a notice of allowance on January 25, 2000.
Applicant filed its statement of use on July 25, 2000,
claimng a date of first use and first use in comrerce of
Sept ember 1, 1999.

The speci nen submtted by applicant is reproduced

bel ow (i n reduced form.



Ser.

No. 75/499673

http=/fwww.navanet.org/main.htm

!. ! A
The annuity and variable life insurance products industry is

diverse, dynamic, and competitive. NAVA proudly represents
everyone interested in the advancement of the industry as a
whole. We serve as a valuable medium for education and
exchange of information, especially on the maze of regulatory
issues. We encourage adherence to the highest ethical |— Download our VA Tooikir_[
standards, offer unparalleled networking opportunities, and
provide exposure to the industry's leaders and decision-makers. NAVA works with the press,
members of the industry, and regulatory bodies, to further educate the public on the benefits of
the industry's products and services.

Retire on Your Terms™

VARIABLE ANNUITIES

NAVA is Pleased to Introduce www.RetireOnYourTerms.com
The definitive consumer education website about our industry's products and services.

L e e
i S bww e e may ey
¥ sl e _
o e et s e e

RetreOnVousTesms com__ Click here to preview the site.
i
o Mo St o Pt

NAVA members click here if you are
interested in showcasing your company
and products on RetireOnYourTerms.com.

“Sign Up

MAVA National Association for Variable Annuities. All Rights Reserved
-B831

T21/00 10:29 AM

Appl i cant explains its goods as foll ows:

[Applicant] sells access to and

| i censes conputer application
sof t ware downl oadabl e by the
custoners via the Internet. This is
really no different than a custoner
“buyi ng” a CD-ROM of M crosoft’s
prograns froma store. In both
cases, the consuner does not
actually buy the software but buys a
“l'icense” to use the prograns. The
difference is that the Applicant has
taken an application programt hat
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m ght have been traditionally
installed on a custoner’s machine
and hosts it on its own conputers.
As such, Applicant’s application
software is not marketed in
tradi ti onal physical packagi ng and
boxes and does not lend itself to
af fi xation of tags or |abels, or

pl acenent on containers. The real
“containers” for Applicant’s
prograns are conputers “run on” or
“power ed by” the application program
whi ch di splay Applicant’s mark on
their screens. Wiile a conputer is
not a traditional container, it
shoul d be noted that there is
not hi ng traditional about the

I nternet, the pseudo-space we cal
“Cyberspace,” and the very concept
of renmpte downl oadi ng of conputer
progranms. (Applicant’s March 26,
2001 response to an Ofice action,

p. 2)
Appl i cant explains the specinen as foll ows:

In the case at hand, the specinen
subm tted by Applicant is a print-
out of the web site of one of the
Applicant’s custoners who links to
Applicant’s | NFO ONE brand
application software and buys a
license to use the said application
in connection with the customer’s
Internet[-]rel ated operations. This
is clearly established by the
“POVNERED BY | NFO ONE” st atenent at
the bottom | eft hand side of the
custoner’s web page. Id.

Applicant contends that “as Applicant’s software is
web- based and delivered exclusively via the Internet” and
“because of the unique nature of Applicant’s software

application—+.e., it is web-based and custom zable by its
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purchaser for integrated use on the purchaser’s web site—
the only way in which Applicant may di splay the | NFO ONE
mark in association with the product is on the screen of a
conputer utilizing Applicant’s software” (brief, p. 4,
enphasis in original), this use of the mark is acceptable
under the Trademark Act and the Trademark Rul es of

Practi ce.

Applicant further contends that while the display of
applicant’s mark nmay incidentally serve as an
advertisenment, it is clear fromthe usage of “powered by”
that the INFO ONE brand is used on conputer software
Iicensed by applicant, thereby creating a clear connection
between the mark and the goods; that applicant’s specinen
shoul d be accepted because it is inpracticable to affix
traditional tags or |abels on applicant’s prograns which
“are the cyber equivalent of bulk goods in that they are
stored in Applicant’s conputers w thout individua
packagi ng and are |icensed to consumers in ‘bul k’”?; that
t he USPTO should take a fl exi ble approach with regard to
sone of the “intangibility problens” that are involved with

downl oadabl e software; and that there is no requirenent

2 Mpplicant also explained that it is a condition of purchasing a
i cense fromapplicant for these goods that the consumer is
required to display applicant’s mark as part of the “POANERED BY
I NFO- ONE” st at enent .
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that a purchaser see the nark as it appears on the product
prior to purchase.

The Exami ning Attorney required a substitute specinen
citing Trademark Rules 2.56 and 2.88(b)(2), and contending
that the specinen of record is unacceptabl e because (i) it
is merely advertising material show ng the mark at the
bottom of the advertisenent, and (ii) there is nothing
about the wordi ng “powered by” that conveys to consuners
t hat applicant provides conputer software. Specifically,
the Exami ning Attorney asserts that the specinen is a
printout of a purchaser’s web page utilizing applicant’s
software, but with no indication that the mark is used in
connection with conputer software or that applicant’s
sof tware coul d be downl oaded by clicking on the “INFO- ONE”
button; that applicant has made no showi ng that it is
inpracticable to use the mark in ways that are
traditionally acceptable for conputer software (e.g.
| abel s affixed to CD-ROVs, printed on instruction manual s,
printed on the containers for software, printouts of
di spl ay screens show ng the trademark for conputer
software, for downl oadabl e software use on a web page
indicating that the software is downl oadabl e); that
applicant’s advertisenment on a client’s web page is not an

accept abl e specinen to show trademark use; that sinply
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advertising software on a web page with no way to downl oad
it remains nere advertising; that, in fact, clicking on the
“I NFO-ONE” button sinply launches the person to applicant’s
website; that “powered by” could “just as easily signify”
(brief, p. 8 not that applicant provides the conputer
software, but that applicant designed and created the
website, or the website is hosted or sponsored by I NFO ONE
or that it is nerely a hotlink or banner advertisenent for
| NFO- ONE goods and services; and that nothing in the
wor di ng “powered by | NFO ONE” conveys to the consuner that
applicant provides conputer software. In sum the
Exam ning Attorney finds applicant’s use of | NFO ONE as
shown on the specinmen is purely advertising in nature and
consuners would view it as such; and that there is no
accept abl e speci men evi dencing actual trademark use of the
mark for the identified goods.

Appl i cant has appeal ed, and briefs have been filed.?
Applicant did not request an oral hearing.

The issue before the Board is whether the specinen
subm tted with applicant’s statenent of use is an

accept abl e speci nen of use of the mark I NFO-ONE for the

® Applicant submitted a few exhibits for the first tine with its
reply brief on appeal. The Board did not consider these untinely
exhibits. See Trademark Rule 2.142(d), and TBMP §1207.01.
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conmput er software identified the application

Section 45 of the Trademark Act, 15 U. S.C. 81127,
defines “use in comerce” on goods as when “(A) it [the
mark] is placed in any manner on the goods or their
containers or the displays associated therewith or on the
tags or labels affixed thereto, or if the nature of the
goods makes such pl acenent inpracticable, then on docunents
associ ated with the goods or their sale, and (B) the goods
are sold or transported in comerce...”

Trademark Rule 2.56 regarding the requirenents for
speci nens reads, in pertinent part, as follows:

(a) An application under section 1(a) of the

Act, an anendnent to all ege use under 82.76,

and a statenent of use under 82.88 nust each

i ncl ude one speci nen showi ng the mark as used

on or in connection with the goods, or in the

sale or advertising of the services in

conmer ce.

(b)(1) A trademark specinmen is a |abel, tag,

or container for the goods, or a display

associated with the goods. The Ofice may

accept anot her docunent related to the goods

or the sale of the goods when it is not

possible to place the mark on the goods or

packagi ng for the goods.

The Board has been sonmewhat |iberal in assessing the
acceptability of materials which have been subnmitted as
speci nens of use. See, e.g., In re Ancha Electronics Inc.,

1 USPQ2d 1318 (TTAB 1986); In re Shipley Co. Inc., 230 USPQ

691 (TTAB 1986); In re Utraflight Inc., 221 USPQ 903 (TTAB
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1984); and In re Brown Jordan Conpany, 219 USPQ 375 (TTAB
1983) .

Appl i cant has clearly explained its goods, which are
not in tangible form but rather exist only in
“cyberspace.” Thus, it is inpracticable (perhaps
i npossi ble) for these goods to be marked with a tag or
| abel in any traditional sense, including either as a
docunent or a display associated with the goods. Here the
mar k appears on applicant’s custoner’s web page, and we are
convinced that the mark as shown thereon relates to the
conput er software prograns provided by applicant. Al though
t he Exami ning Attorney argues that applicant’s use could
refer to website design and creation by applicant, or to
applicant as the website host or sponsor, or a hotlink
banner advertisenment, the Exami ning Attorney failed to put
in any evidence relating to her proposed neani ngs of the
wor ds “powered by,” and noreover, essentially acknow edges
that the words “powered by” could refer to the software
provi ded by applicant. (Brief, p. 8.) Because applicant’s
position is admttedly plausible, we believe it was the
Exam ning Attorney’s responsibility to support her claim
t hat “powered by” has other significance.

The Exami ning Attorney cites TMEP 8904.04(d) (Third

edi tion January 2002--R-1 June 2002) regardi ng speci nens
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for “downl oadabl e” software, which reads, in relevant part,
as foll ows:

For downl oadabl e conputer software, the

applicant may submt a specinen that shows

use of the mark on an Internet website.

However, such a specinen is acceptable only

if the specinen itself indicates that the

user can downl oad the software fromthe

website (e.g., if the specinmen shows a

downl oad button). If the website sinply

advertises the software without providing a

way to download it, the specinen is

unaccept abl e.

As pointed out by applicant, the TMEP is a manual of
procedure (as is the TBMP) and does not carry the sane
force as the law and the rules. See West Florida Seaf ood,
Inc. v. Jet Restaurants, Inc., 31 F.3d 1122, 31 USPQd
1660, footnote 8 (Fed. Cir. 1994); and Capital Speakers
Inc. v. Capital Speakers Cl ub of Washington D.C. Inc., 41
UsP@2d 1030, 1035 (TTAB 1996). Also, we note that the
above policy statenment with regard to downl oadabl e software
cites to no authority in support thereof. The Board can
find no authority to support the theory that if
“downl oadabl e” software is not downl oadable directly froma
“button” appearing on a web page, then the “button” may
only be considered to be advertising. That may sonetines

be the situation, but here, applicant has shown that its

use of its mark is not nerely advertising, but rather

10



Ser. No. 75/499673

evi dences applicant’s use of the mark on or in connection
with these goods. *

We find that applicant’s specinen, in the
ci rcunstances of this case, conplies with the law and the
rul es.

Decision: The refusal to register based on a

requi renent for an acceptable specinen is reversed.

* Moreover, applicant’s identified goods are not limted to
downl oadabl e conputer software. Therefore, as identified,
appl i cant’ s goods enconpass non-downl oadabl e conput er software.
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